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Application/Control Number: 09/514,759 
Art Unit: 3731 

A request for continued examination under 37 CFR 1.114, 
including the fee set forth in 37 CFR 1.17(e), was filed in this 
application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the 
fee set forth in 37 CFR 1.17(e) has been timely paid, the 
finality of the previous Office action has been withdrawn 
pursuant to 37 CFR 1.114. Applicant's submission filed on June 
1, 2004 has been entered. 

Newly submitted claims 64-74 are directed to an invention 
that is independent or distinct from the invention originally 
claimed for the following reasons: 

inventions I (claims 53-63) and II (claims 64-74) are 
related as product and process of use. The inventions can be 
shown to be distinct if either or both of the following can be 
shown: (1) the process for using the product as claimed can be 
practiced with another materially different product or (2) the 
product as claimed can be used in a materially different process 
of using that product (MPEP § 806.05(h)). In the instant case, 
the product as claimed can be used in a materially different 
process of using that product. For example, it could be used 
without heating the gripping element and returning it to a non- 
deformed condition. 
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Since applicant has received an action on the merits for 
the originally presented invention, this invention has been 
constructively elected by original presentation for • prosecution 
on the merits. Accordingly, claims 64-74 are withdrawn from 
consideration as being directed to a non-elected invention. See 
37 CFR 1.142(b) and MPEP § 821.03. 

Claims 53, 55-57, 59 and 61-63 are rejected under 35 
U.S.C. 102(b) as anticipated by or, in the alternative, under 35 
U.S.C. 103(a) as obvious over Bendel et al . (5,242,458). Bendel 
et al. show a biocompatible gripping device for surgical use 
including at least one deformable gripping element (at I) 
comprising shape memory material (col. 3, lines 55-63). The 
deformable gripping element (at I) inherently requires to be 
heated to a temperature above the martensite to austenite phase 
transition temperature to return it to the non-deformed 
condition, as broadly claimed. During its intended use, the 
gripping element I returns to its non-deformed condition after 
releasing the article as indicated in col. 3, lines 61-63. 
However, the gripping element, when used in a cold environment 
(below the martensite to austenite phase transition temperature) 
would inherently remain in its deformed condition after 
releasing the article since it would be in the martensite phase. 
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Further, it would inherently return to its non-deformed 
condition upon heating (to room temperature for example) since 
heating it would change its state from the martensite to 
austenite. Since the rejected claims are apparatus claims 
rather than method of use claims and since the Bendel et al . 
device is inherently capable of being used as claimed, the 
rejection is proper. Alternatively, it would have been obvious 
that the deformable gripping element (at I) requires to be 
heated to a temperature above the martensite to austenite phase 
transition temperature to return it to the non-deformed 
condition for the reasons set forth above. 

Claims 54, 58 and 60 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Bendel et al . (5,242,458). As to claim 
54, Bendel et al . fail to disclose the specific phase transition 
temperature. However, it would have been obvious that the phase 
transition temperature of the nitinol gripping elements falls 
within the claimed range since they are in the austenitic phase 
at room temperature (since they apparently return to their 
original shape at room temperature as indicated in col. 3, lines 
61-63) and since it is old and well known that the specific 
phase transition temperature of nitinol typically falls within 
the claimed range. As to claim 58, Bendel et al . fail to 
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disclose the specific percentages of titanium and nickel. 
However, it is old and well known to use the claimed percentages 
for a nickel titanium alloy in order to obtain the desired shape 
recovery. It would have been obvious to use the claimed 
percentages for the Bendel et al . nitinol so that it too would 
have this advantage. As to claim 60, Bendel et al . fail to 
disclose the claimed attachment means. However, it is old and 
well known in this art to use attachment means such as soldering 

or riveting in order to positively secure an insert to a jaw. 

It would have been obvious to use the claimed attachment means 

for the Bendel et al . insert and jaw so that it too would have 

this advantage. 

Applicant's arguments filed June 1, 2004 have been fully 
considered but they are not persuasive for the reasons set forth 
above . 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Michael 
Thaler whose telephone number is (703) 308-2981. The examiner 
can normally be reached Monday to Friday. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Anhtuan T. Nguyen can 
be reached on (703)308-2154. The fax phone number for the 
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organization where this application or proceeding is assigned is 
(703) 872-9306. 

Any inquiry of a general nature or relating to the status 
of this application or proceeding should be directed to the 
receptionist whose telephone number is (703)308-0858. 
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